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INTRODUCTION
The common law tort of passing off is statutorily codified under sub-section 7 (b) of Canada’s Trademarks Act. This paper addresses the extent of that codification. Some courts in Canada have held
that the common law approach to passing off can be transposed to the statutory cause of action,
whereas other courts plainly suggest that the two causes of action, though related, necessarily differ.
Section 7 provides that:
No person shall
(a) make a false or misleading statement tending to discredit the business, wares or services of a competitor;
(b) direct public attention to his wares, services or business in such a way as to cause or be likely to cause
confusion in Canada, at the time he commenced so to direct attention to them, between his wares, services or
business and the wares, services or business of another;
(c) pass off other wares or services as and for those ordered or requested;
(d) make use, in association with wares or services, of any description that is false in a material respect and
likely to mislead the public as to
(i) the character, quality, quantity or composition,
(ii) the geographical origin, or
(iii) the mode of the manufacture, production or performance
of the wares or services; or
(e) do any other act or adopt any other business practice contrary to honest industrial or commercial usage in
Canada.”[1]

The Supreme Court of Canada in Kirkbi AG v. Ritvik Holdings Inc.[2], in addressing the
constitutionality of sub-section 7 (b) inter alia, held that “[this sub-section] creates a civil cause of
action that essentially codifies the common law tort of passing off”.[3] This paper addresses the
extent of that codification. As we will discuss, some courts in Canada have held that the common
law approach to passing off can be transposed to the statutory cause of action whereas other courts
plainly suggest that the two causes of action, although related, necessarily differ.

STATUTORY VERSUS COMMON LAW PASSING OFF
Before dealing with the jurisprudence, the casual observer might ask why Canada would have two
regimes for addressing passing off. In other words, what is the purpose of the statutory version of
the tort? Does it modify the common law? The procedural answer is simply one of jurisdiction.
The Trade-marks Act[4] gives the Federal Court jurisdiction to determine any action arising from the
Trade-marks Act[5], and exclusive jurisdiction to amend or strike out registered trade-marks. Section
55 and sub-section 57 (1) respectively provide that:
“The Federal Court has jurisdiction to entertain any action or proceeding for the enforcement of
any of the provisions of this Act or of any right or remedy conferred or defined thereby...
The Federal Court has exclusive original jurisdiction, on the application of the Registrar or of
any person interested, to order that any entry in the register be struck out or amended on the
ground that at the date of the application the entry as it appears on the register does not
accurately express or define the existing rights of the person appearing to be the registered
owner of the mark.”[6]
In turn, the Federal Court is a statutory court[7] with no inherent jurisdiction. The court does not have
the constitutional jurisdiction to entertain any common law actions unless intertwined or incidental to
matters with which it already has jurisdiction. Therefore, the common law action of passing off
needed a statutory footing if the Federal Courts were to assume carriage of a proceeding that
pleaded the cause of action. In ITAL-Press Ltd. v. Sicoli[8], Justice Gibson of the Federal Court
expressed a similar view:
“It was not argued before me, certainly not with any conviction, that this Court has any
jurisdiction with respect to the common law action of passing off. I am satisfied that it does not.
To the extent that it has jurisdiction in respect of the equivalent of the common law action of
passing off, that jurisdiction must be found in paragraph 7(b) of the Trade-marks Act.
On the basis of the foregoing brief analysis of the jurisdiction of this Court and of the pleadings
and evidence before me, I conclude that the plaintiff's claim with respect to passing off cannot
succeed either on the ground that this Court lacks jurisdiction or, on the alternative ground, that
any basis of jurisdiction in this Court has not been pleaded and has not been established by
the evidence before the Court.”[9]
The problem, however, is that several decisions appear to equate the common law tort of passing off
with its statutory form:
 “Section 7(b) is a statutory statement of the common-law action of passing off”[10];
 “In view of the judgment of Laskin, C.J.C. in MacDonald et al. v. Vapour Canada Ltd...
there is no validity to the distinction the plaintiff wishes to draw as between a s. 7(b)
cause of action and a common law passing off cause of action, the Chief Justice, with
the concurrence of 4 other members of the court...”[11];
 “Subsection 7(b) is a statutory statement of the common law action of passing-off, which
consisted of a misrepresentation to the effect that one's goods or services are
someone else's, or sponsored by or associated with that other person. It is effectively a
"piggybacking" by misrepresentation.”[12]; and
 “Both counsel acknowledge for the purposes of this litigation there is no difference
between a common law passing-off action or a claim under s. 7(b). Indeed their

concurrence in this regard is judicially confirmed by MacGuigan J. in the Federal Court
of Appeal in Asbjorn Horgard A/S v. Gibbs/Nortac Industries Ltd.”[13].
We suggest , however, that the common law and statutory forms of the tort cannot entirely be
equated. Indeed, sub-section 7 (b) cannot have entirely codified the common law tort, if not for the
simple reason that the very next sub-section of the Trade-marks Act[14] (sub-section 7 (c)) also
states that “[no person shall] pass off other wares or services as and for those ordered or
requested”[15]. This was recognized by the Supreme Court in Kirkbi where Justice LeBel indicated
that:
“Remedies under the Trade-marks Act rely extensively on the historical development of the tort
of passing off. In a broad sense, some of the remedies under s. 7, for example s. 7(c), explicitly
target “passing off”. The legal action initiated by the appellant often called upon the elements of
the tort of passing off, although it was based on s. 7(b) of the Act.”[16]
However, equating the common law tort with its statutory cousin, or not, has led to the development
of two distinctly different strains of jurisprudence in assessing claims under sub-section 7 (b). In
Nada Fashion Designs Inc. v. Designs by Nada[17], Justice Kelen drew attention to this divergence,
indicating that:
“Federal Court jurisprudence suggests that in determining whether a plaintiff has established a
case under subsection 7(b), the Court may apply either the common law test, as enunciated by
the Supreme Court of Canada in Ciba-Geigy Canada Ltd. v. Apotex Inc., [1992] 3 S.C.R. 120
and applied by Mr. Justice Rouleau in Prince Edward Island Mutual Insurance v. Insurance Co.
of Prince Edward Island (1999), 159 F.T.R. 112, or a statutory test developed by Mr. Justice
O'Keefe in Top Notch Construction Ltd. v. Top-Notch Oilfield Services Ltd., 2001 FCT 642, 207
F.T.R. 260.”[18]
Indeed, in Ciba-Geigy Canada Ltd. v. Apotex Inc.[19] the Supreme Court of Canada unequivocally
adopted the tripartite test from the House of Lords in Reckitt & Colman Products Ltd. v. Borden Inc.[20] that the
elements of a passing-off action are:

1. the existence of goodwill;
2. deception of the public due to a misrepresentation; and
3. actual or potential damage to the plaintiff.[21]
In contrast, Justice O'Keefe in Top Notch Construction Ltd. v. Top-Notch Oilfield Services Ltd.[22]
appears to have adopted a test that essentially parsed the wording of sub-section 7 (b) into three
elements:
1. The Conduct Test: "direct public attention to [the defendant's] wares";
2. The Confusion Test: "in such a way as to cause or be likely to cause confusion in Canada"; and
3. The Timing Test: "at the time [the defendant] commenced so to direct attention to them".[23]

CONCLUSION
Where does this divergence leave us? Firstly, if it is reasonable to assume that sub-section 7 (b)
does not entirely codify the common law tort of passing off, then the sub-section by itself is
necessarily narrower than the common law. As we noted before, the best support for this can be
found in Kirkbi where Justice LeBel indicated that:

“Remedies under the Trade-marks Act rely extensively on the historical development of the tort
of passing off. In a broad sense, some of the remedies under s. 7, for example s. 7(c), explicitly
target “passing off”. The legal action initiated by the appellant often called upon the elements of
the tort of passing off, although it was based on s. 7(b) of the Act.”[24]
Given this underlying reliance upon the common law tort, we suggest that the tripartite common law
test for passing off must be the test applied to sub-section 7 (b) passing off actions. Indeed, the
common law requirement of “deception of the public due to a misrepresentation” handily covers the
statutory elements set out in sub-section 7 (b). Furthermore, if sub-section 7 (b) represents a partial
codification of the common law tort of passing off, it would be inconsistent and unpredictable to
interpret the sub-section in a markedly different manner than the common law approach (which
seems fairly settled in light of Ciba-Geigy and Kirki).
We are also guided by the fact that recent jurisprudence of the Federal Court of Appeal appears to
endorse this approach. In BMW Canada Inc. v. Nissan Canada Inc., Chief Justice Richard stated
that:
“In any event, one of the essential elements of the claim of passing off under paragraph 7(b)
was not established. The three necessary components of a passing-off action are: (a) the
existence of goodwill; (b) deception of the public due to a misrepresentation; and (c) actual or
potential damage to the plaintiff: Ciba-Geigy Canada Ltd. v. Apotex Inc., [1992] 3 S.C.R. 120 at
paragraph 33.”[25]
And again, in Pharmacommunications Holdings Inc. v. Avencia International Inc.[26], the Federal
Court of Appeal also expressly held that “Paragraph 7(b) of the Act is a codification of the common
law of passing-off, and there are no longer any "significant differences" between the statute and the
common law””[27].
Therefore, in the interests of providing litigants with a predictable body of jurisprudence that is
mindful of the origins and purposes of sub-section 7 (b), together with the settled common law
elements of the ‘larger’ tort of passing off, we submit that this approach should be adopted by the
Federal Courts in dealing with statutory claims of passing off going-forward.
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